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Opi nion by Holtzman, Adm nistrative Trademark Judge:
An application has been filed by PNS & WSS, Inc. to

regi ster the mark CARDI OLOGY TODAY for a "medi cal newspaper."?

! pposer' s consented notion (filed October 27, 2000) to substitute
Mayo Foundati on for Medical Education and Research as plaintiff in
this proceeding is granted.

2 Application Serial No. 75/305,028 filed June 6, 1997, alleging a
bona fide intention to use the nmark in comerce. The word CARDI OLOGY
has been di scl ai ned.
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Regi strati on has been opposed by Mayo Foundation. As its
ground for opposition, opposer asserts that applicant's mark
when applied to applicant's goods so resenbl es opposer’s
previously used mark CARDI OLOGY TODAY AND TOMORROW f or
"educational services, nanely, semnars in the field of
cardi ol ogy” and in connection with "audiovisual and printed
materials in the field of cardiology" as to be likely to cause
confusi on under Section 2(d) of the Trademark Act. Opposer
all eges that it has used this mark in connection with the
identified goods and services since at |east as early as July
of 1994, long prior to the June 6, 1997 filing date of
applicant's intent-to-use application.

Applicant, in its answer, admts that it made no use of
its mark prior to June 6, 1997, and otherw se denies the
salient allegations. Applicant affirmatively asserts that
opposer "has not acquired any trademark or service mark rights
in the unitary mark CARDI OLOGY TODAY AND TOMORROW "

The record includes the pleadings; the file of the
i nvol ved application; and opposer's notice of reliance on
certain of applicant's discovery responses (including certain
document s produced by applicant as permtted by stipul ation of
the parties) and the discovery depositions (with certain
exhi bits) of three of applicant's wi tnesses, Richard Roash

(applicant's vice president, group publisher), John C. Carter
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(publi sher of applicant's journal division), and M chael W
LoPresti (applicant's sales director, pharmaceutical group).
Opposer has submtted the testinmony (with exhibits) of Arnie
Bi gbee, fornmer adm nistrator for the Mayo School for

Conti nui ng Medi cal Education, and Tamara Kary Erickson,

current adm nistrator for the Mayo School for Continuing

Medi cal Education. Applicant did not take any testinony but
filed a notice of reliance on other exhibits to the deposition
of M. Roash, as permtted by stipulation of the parties, and
certified copies of the file contents of two registrations and
a pendi ng applicati on owned by opposer.

Both parties filed briefs and an oral hearing was held on
March 7, 2001.

Opposer, Mayo Foundation, sponsors educati onal prograns
and publishes a medical journal for physicians.® Through its
School of Continuing Education, the Mayo Foundation is
accredited to provide continuing medical educational (CME)
credits by the Accreditation Council for Continuing Medical
Education in association with the American Medi cal
Associ ation. One such CME program directed primarily to
cardi ol ogists, is CARDI OLOGY TODAY AND TOMORROW This is a
t el econferenced program which was first provided by opposer in

1995. The programis produced in opposer’s studios and it is
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then transmtted live, via satellite, to host sites around the
country, typically health care centers or universities.
Opposer produces seven to twelve new prograns a year under
this mark and it registers from50 to 350 host sites for each
program However, the number of people who actually attend
the programis not tracked by opposer. 1In addition to these
host sites, opposer has eight contract sites which in turn
rebroadcast the programto anywhere from 200 to 1500 of their
own subscribers throughout the country. |In addition, opposer
conducted at | east one external webcast of its programin
1999. According to opposer’s program brochure, the
registration fee for each programoffered in 1999 was $300 per
site in the United States. Individuals who request credit for
attending the program pay a $20 fee. A videotape is produced
fromthe |ive broadcast and the video, along with an
acconpanyi ng syl |l abus and a brochure, may be purchased from
opposer for a fee of $50. Ms. Erickson indicates that several
hundred people a year order the videotape which she believes
anmounts to approximtely $10,000 to $30,000 per year in sales.
Aside fromits earliest marketing efforts, opposer advertises
this program by a video broadcast on subscription health care
channel s | ocated at the contract sites, through the website of

t he School of CME, and, at the begi nning of each year, by

3 According to Ms. Erickson, the magazine, entitled Mayo Proceedings,
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distributing to past participants as well as other interested
health care centers "thousands" of brochures (Erickson dep.
p. 11) containing informati on on upcom ng prograns. The
programis also pronoted at display booths |ocated at other
cardi ol ogy prograns and sem nars produced by opposer.
Appl i cant began operations in 1923 and is, according to
the introduction on its website, a "provider of healthcare
information [and] education.” Applicant publishes periodicals
and books in health fields and al so sponsors CME seni nars for
physicians, primarily in the field of ophthal nol ogy.
Applicant |aunched its medi cal newspaper under the mark
CARDI OLOGY TODAY in October 1997.% According to both M.
Roash and M. Carter, the primary purpose of the newspaper is
educational, and its major function is to provide current news
and information of particular interest to cardiologists. In
addition, the "m ssion statenment” on the CARDI OLOGY TODAY
website provides, anmpbng other things, that "[e]ach issue wil
provide tinmely coverage of mmjor cardiology neetings...." The
newspaper is a nonthly publication mailed free of charge to
all of the approximtely 18,000 cardi ol ogists in the United

St at es. An I nternet version of the CARDI OLOGY TODAY

may be the third | argest read nedical journal anmong physicians.

4 Applicant's predecessor (Slack Incorporated) owned a registration
for CARD OLOGY TODAY for "medi cal magazines." The registration was
cancel | ed under Section 8 on Septenber 10, 1991. Applicant is not
claimng any rights in the mark based on its predecessor’s use.
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publication has been available since at | east as early as
1998. The website for CARDI OLOGY TODAY al so features "online
sem nars," although M. Roash states that that this service is
still under devel opnent. Applicant pronotes its newspaper by
distributing free copies of the newspapers to cardi ol ogi sts at
nmeeti ngs and conferences such as the annual neetings of the
Ameri can Col | ege of Cardiol ogy and the American Heart

Associ ation. Applicant's advertising is directed to

phar maceuti cal conpani es and their advertising agencies that
pl ace advertisenents in, and pay for applicant's newspaper.
According to M. LoPresti, the CARDI OLOGY TODAY newspaper
ranks sixth in readership out of eighteen other publications
in the cardiology field.

Applicant, in its brief, has not disputed opposer's
priority. In any event, opposer has clearly established use
of the designation CARDI OLOGY TODAY AND TOMORROW i n connection
with its sem nars and the associated printed materials which
predates applicant's constructive date of first use.

We turn then to a consideration of |ikelihood of
confusion. Qur determ nation under Section 2(d) is based on
an analysis of all of the probative facts in evidence that are
rel evant to the factors bearing on the |ikelihood of confusion
i ssue, including the simlarity of the marks and the

simlarity of the goods. 1In re E.lI. du Pont de Nemours & Co.,
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476 F.2d 1357, 177 USPQ 563 (CCPA 1973). The factors deened
pertinent in this proceeding are di scussed bel ow.

We turn first to the parties' respective goods and
services. Applicant contends in this regard that its nedical
newspaper is "dissimlar" (applicant’s brief, p. 14) to
opposer's CME sem nars, that applicant's nedical newspaper
does not conpete with CME sem nars, and that the newspaper
cannot be substituted for these semnars. It is clear that
there are specific differences in the respective products and
services. However, the question is not whether purchasers can
differentiate the goods and services thensel ves but rather
whet her purchasers are likely to confuse the source of the
goods and services. See, e.g., Helene Curtis Industries Inc.
v. Suave Shoe Corp., 13 USPQ2d 1618 (TTAB 1989). Thus, it is
not necessary that the goods and services of the parties be
simlar or even conpetitive to support a finding of |ikelihood
of confusion. It is sufficient if the respective goods and
services are related in some manner and/or that the conditions
surroundi ng their marketing are such that they would be
encountered by the sanme persons under circunstances that
coul d, because of the simlarity of the marks used thereon,
give rise to the m staken belief that they emanate fromor are
associ ated with, the same source. See In re Albert Trostel &

Sons Co., 29 USPQed 1783 (TTAB 1993).
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We find that nmedical newspapers and nedical senminars are
closely related nmedia for dissem nating information.

Mor eover, applicant's newspapers and opposer's seninars
concern the sane subject matter and serve the sane genera

pur pose, that is, to inform and educate cardi ol ogi sts about
various issues including current news and the | atest

devel opnents relating to their field. As M. Erickson points
out, in addition to sem nars, cardiologists stay abreast of
current developrments in their field through journals and ot her
medi cal periodicals. 1In fact, opposer and applicant are
engaged in both activities, that is, both organi zations
publ i sh medi cal periodicals and they both conduct nedi cal

sem nars and conferences. There is also evidence that
applicant intends to expand its operations into "online"

sem nars under the CARDI OLOGY TODAY mark in the near future.
Thus, it would be reasonable for purchasers to expect nedical
sem nars and nedi cal publications such as applicant’s
newspaper to emanate from or to be sponsored by the sane
organi zati on.

Mor eover, contrary to applicant’s claim there is sonme
overlap in the marketing of these nmedical sem nars and medi cal
newspapers as well as the channels of trade in which they are
provi ded. Both goods and services are pronoted over the

I nternet and, as of |late, are also provided over the Internet.



Qpposition No. 110, 756

In addition, they are both pronoted at professional neetings
and conferences, and cardi ol ogi sts nmay even expect to see
opposer’s CME sem nars to be advertised in at |east the online
version of applicant’s newspaper. |In any event, any asserted
differences in trade and marketing channels for these goods
and services becones | ess significant when we consider that
bot h applicant's newspapers and opposer's seninars are
intended to reach precisely the sane individuals, every
cardi ol ogist |located in the United States.

Thus, the question is whether the marks used in connection
with the respective goods and services is likely to cause
confusion. As a prelimnary matter, there seenms to be sone
di spute as to what opposer's mark is. Opposer has asserted

ri ghts based on use of the word mark CARDI OLOGY TODAY AND

TOMORROW as a single typed phrase.® Applicant contends that

opposer's comon law rights in the mark reside in the

5 As noted earlier, applicant submtted certified copies of the file
contents for two registrations owned by opposer. These

regi strations, which issued after the opposition was filed, cover the
mar ks CARDI OLOGY TODAY AND TOMORROW in typed form One registration
is for cardiology semnars and the other is for printed instructional
materials in the field of cardiology. Applicant is relying on this
evi dence to show that the Examining Attorney did not cite applicant’s
i nvol ved application agai nst opposer’s later-filed applications.
Qpposer, contrary to its apparent belief, is not entitled to rely on
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desi gnation as two separate terms, CARDI OLOGY and TODAY AND
TOVMORROW rather than as a unitary phrase. Applicant
mai nt ai ns that CARDI OLOGY is "separated from TODAY AND
TOVORROW by type style and/or a colon and/or a line" and that
such separations are "significant." (Applicant's brief, p.2,
fn 1). Opposer’s mark is used in a variety of formats, often
within the same publication. For exanple, on the cover of
opposer's 1995 program brochure, the word CARDI OLOGY i s
positi oned above TODAY AND TOMORROW and a line is drawn
between the two terns. At another point in the brochure, the
word CARDI OLOGY is displayed in upper case block letters

foll owed on the sanme |ine by a colon and the words TODAY AND
TOMORROW in | ower case letters with capital T's. On a

di fferent page, TODAY AND TOMORROW i s displayed on the sane
line and in the sane style of lettering as CARDI OLOGY but in
smal | er versions of those letters. In yet another format, the
entire

phrase appears on the same |line in the sane type size and
style. The colon is there, but it is barely visible and the

italic lettering seens to be used only to set the mark off

these registrations to support its clainmed rights in the typed
version of the mark or any rights in the mark based on these
registrations for that matter since opposer has neither submtted
status and title copies of these registrations (the certified copies
of record do not indicate status and title) nor introduced such

regi strations by way of testinony made by a wi tness having know edge

10
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fromthe text. W find that this latter use of CARDI OLOGY
TODAY AND TOMORROW i s essentially the equivalent, in its
commerci al inpression, of a typed version of the mark.

Even where the ternms CARDI OLOGY and TODAY AND TOMORROW
appear on separate lines, or in uses where the colon is nore
noti ceable, the mark as a whole, still conveys a single,
unitary inpression.® For exanple, since a colon is used to
direct attention to what follows it, the colon in this mark
serves to join the ternms CARDI OLOGY and TODAY AND TOVORROW
rather than to separate them The point is that in each
format, the visual and connotative inpression of the words is
that of a conposite phrase, and not just the individual terns
TODAY AND TOMORROW and CARDI OLOGY

Turning to a conparison of the respective marks, we find
that, considered in their entireties, CARD OLOGY TODAY is
substantially simlar to CARDI OLOGY TODAY AND TOMORROW
Applicant's mark incorporates a very significant portion of
opposer's mark. The word CARDI OLOGY may be generic and is in
fact disclaimed in applicant's mark. However, it is well
settled that the disclained material still forms a part of the

mar k and cannot be ignored in conparing the nmarks as a whol e.

of the current status and title of the registrations. See Trademark
Rule 2.122(d)(1) and (2).

® However, there is no evidence that consumers woul d abbreviate
opposer's mark to "CARD OLOGY TCDAY. "

11
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G ant Food, Inc. v. Nation's Foodservice, Inc., 710 F.2d 1565,
218 USPQ 390 (Fed. Cir. 1983).

The marks are visually simlar even considering that the
wor ds "AND TOMORROW do not appear in applicant’s mark.
Relying on Pfizer Inc. v. Cody John Cosnetics, Inc., 211 USPQ
64 (TTAB 1981), applicant contends that we should consider the
"realities of the nmarketplace" and "consider the manner in
whi ch the marks appear to the public.” (Applicant's brief,
p.13). Applicant concludes that the exhibits showi ng the
manner in which the parties actually display their marks
denonstrates that confusion is not likely to occur. W
di sagree with these contentions. Applicant seeks to register
its mark in typed form This nmeans that applicant is free to
present its mark in a variety of forms and styles, including
stylization simlar to that used by opposer. Phillips
Petroleumv. C J. Webb, 442 F.2d 1376, 170 USPQ 35 (CCPA
1971); and INB National Bank v. Metrohost, 22 USPQ2d 1585
(TTAB 1992). For exanple, if applicant were to enphasize
CARDI OLOGY by depicting it in large, capital letters and to
show TODAY in a smaller, |ower case lettering, the two marks
woul d appear even nore simlar. |In fact, even when we
consi der the manner of actual use, we find that applicant's
mark in at | east one display, appears in a simlar format to

one of opposer's presentations of its mark. For exanple, on

12
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applicant's web page, the word CARDI OLOGY appears in | arge
bl ock style letters and TODAY is depicted in smaller and nore
stylized lettering.

The two marks, when considered as a whole, also have
simlar connotations. Both marks suggest that the parties are
provi ding news and information in the cardiology field. The
wor di ng AND TOMORROW suggests a slightly broader scope of
information but it does not change the overall nmeaning the two
mar ks convey. Keeping in mnd that the conparison of marks
is not made on a side-by-side basis and that recall of
purchasers is often hazy and inperfect, the difference in
these marks is not so significant as to elimnate the
i kel'i hood of confusion. See, e.g., HRL Associates Inc. v.

Wei ss Associates Inc., 12 USPQ2d 1819 (TTAB 1989). The
custonmers for these goods and services are busy physicians who
are inundated with resource materials. Upon encountering
appl i cant’ s CARDI OLOGY TODAY nmark for newspapers, they may not
remenber that the wording AND TOMORROW is part of opposer's
mark or if they do recall the term they may assune, in view
of the simlar nmeanings of the marks and the fact that they
are used on closely rel ated goods and services, that the

CARDI OLOGY TODAY nedi cal newspaper is sinply an extension of,
or somehow associated with or sponsored by the CARDI OLOGY

TODAY AND TOMORROW nedi cal sem nar

13
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Appl i cant argues that opposer's nmark, containing the
generic term CARDI OLOGY conbi ned with "highly suggestive
words" (brief p.11), is entitled only to a narrow scope of
protection. First, contrary to applicant's apparent
contention, any alleged third-party uses of the generic word
"cardi ol ogy” in otherwise dissimlar marks is irrelevant.

Mor eover, while the word CARDI OLOGY al one may be generic, the
phrase as a whole is only suggestive of opposer's services.
Applicant has introduced no evidence of third-party
registrations or uses of simlar marks in the relevant market
or any other evidence to support its claimthat registrant's
mark is highly suggestive of the services or that it is
entitled to only a narrow scope of protection. Further,
opposer's evidence tends to show that the CARDI OLOGY TODAY AND
TOMORROW pr ogram has achi eved at | east a noderate degree of
recognition in the cardiology field and that the mark is in
fact entitled to nore than a narrow scope of protection.’

We al so note that while the purchasers of these goods and
services may be informed and sophisticated individuals, they
are not necessarily know edgeabl e about trademarks or

sophi sticated in distinguishing one trademark from anot her

" Applicant argues that opposer has not established the “fame” of its
mar k, but opposer has nade no such assertion. W note however, that
as applicant points out, the renown of Mayo Foundation itself has not
been established on this record, nor has opposer identified or

14
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when the marks are as simlar as those herein and cover
closely related goods and services. See, e.g., Hilson
Research Inc. v. Society for Human Resource Managenent, 27
USP@2d 1423 (TTAB 1993). Furthernore, there is no evidence
that these individuals are likely to exercise great care in
pur chasi ng these particul ar goods and

services. Opposer’s seninars are taken by cardiol ogists for
required credit and they are relatively inexpensive, costing
just $20 for those individuals who request credit for the
program and $50 for those who wi sh to purchase a videotape of
t he program

Applicant’s newspaper is free and therefore no purchasing
deci sion is being nade.

Finally, we do not view the absence of actual confusion as
significant in view of all the evidence indicating that
confusion is likely. See, e.g., On-Line Careline, Inc. v.
America Online, Inc., 229 F.3d 1080, 56 USPQ2d 1471 (Fed. Cir.
2000). In addition, evidence of actual confusion is difficult
to come by, and considering that the parties’ sem nars and
newspapers are either free or relatively inexpensive, if
purchasers are generally satisfied with the quality of these
products and services, they may not be likely to take tine out

fromtheir busy nmedical practices to report any such

established the relationship, if any, between opposer and Mayo

15
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confusion, or they may just incorrectly assunme that the
products and services emanate fromthe same source.®

In view of the foregoing, we conclude that purchasers
famliar with opposer’s medical sem nars offered under the
mar k CARDI OLOGY TODAY AND TOMORROW woul d m st akenly believe
that applicant's nedi cal newspaper issued under the mark
CARDI OLOGY TODAY was a product emanating from opposer or that
t he products and services were sonehow associated with the
same source

DECI SION: The opposition is sustained.

Cinic.

8 Applicant also believes that the Board shoul d give "considerabl e
wei ght" (applicant’s brief, p.10) to the fact that the Exam ning
Attorney did not cite applicant's CARD OLOGY TODAY applications

agai nst opposer's later-filed applications. The Board, of course, is
not bound by an Examining Attorney's prior determnation as to
registrability. See MDonald's Corp. v. McCdain, 37 USPQ2d 1274
(TTAB 1995).
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